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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1_ is/are pending in the application. 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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20 Certified copies of the priority documents have been received in Application No. . 
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DETAILED ACTION 

1. Claim 1 has been examined. Application 10/674,306 (METHOD FOR 
COMPUTING PRICE DISCOUNTS IN AN E-COMMERCE ENVIRONMENT) has a filing 
date 09/30/2003. 

Response to Amendment 

2. In response to Non Final Rejection filed 06/19/2008, the Applicant filed an 
Amendment on 09/19/2008, which amended claim 1, and cancel claims 20-36. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, 
or composition of matter, or any new and useful improvement thereof, may obtain a 
patent therefor, subject to the conditions and requirements of this title. 

Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Based on Supreme Court precedent, a 
method/process claim must (1) be tied to another statutory class of invention (such as a 
particular apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker 
v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); 
Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform underlying subject 
matter (such as an article or materials) to a different state or thing (see at least 
Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A method/process claim that fails to 
meet one of the above requirements is not in compliance with the statutory 
requirements of 35 U.S.C. 101 for patent eligible subject matter. Here the claims fail to 
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meet the above requirements because the steps are neither tied to another statutory 
class of invention (such as a particular apparatus). For example, claim 1 recites 
"computing valid combination" but does not recite in what apparatus said computing is 
performed. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by lannacci (US 

2002/0062249). 

Claim 1 , lannacci teaches: 

A method of computing price discounts for an electronic commerce 
order, said method comprising: 

categorizing applicable price discounts for an individual customer order (see 
paragraph 129); 

computing valid combinations of price discounts for said individual customer 
order (see paragraph 129); 

combining said valid combinations of price discounts into a price discount group 
(see paragraph 129, 244); 
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selecting an optimal price discount based on said price discount group and 
outputting said optimal price discount (see paragraph 310-328); 

wherein said individual customer order comprises at least one order line item, 
wherein said at least one order line item comprises a unique item identifier, a quantity 
ordered identifier, and a price per unit identifier for each item being ordered (see 
paragraph 310-328), 

wherein said unique item identifier comprises a stock keeping unit (SKU) 
identifier (see paragraph 216), wherein said applicable price discounts are based on a 
customer's identity, date of order, identities of individual items purchased, combinations 
of items purchased, quantity of items purchased, and total price of items purchased, 
wherein said price discounts comprise a fixed percentage off price discount, a fixed 
dollar amount off price discount, a free merchandise rebate price discount, and a 
combination discount thereof (see paragraphs 31 1-328), and 

wherein a discount object command is created when said price discount group is 
selected, wherein said discount object command binds said price discounts to a 
respective item in said order (see paragraph 129, 31 1-328). 

Response to Arguments 
5. Applicant's arguments with respect to claim 1 have been considered but are moot 
in view of the new ground(s) of rejection. Contrary to Applicant's argument, adding 
"outputting said optimal price discount" does not overcome the Section 101 rejection 
because the claim continues not to be tied to an apparatus. 
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Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James W. Myhre can be reached on (571)272-6722. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/DANIEL LASTRA/ 
Examiner, Art Unit 3688 
November 13, 2008 



